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DETAILED ACTION 

1 . This action is responsive to communication filed on 3/1 3/2005. Claims 1 -28 are 
pending from the application. Claims 18-26 and 28 are cancelled. 

2. As per objection to the specification, Examiner withdraws the objection to the 
Title of the invention. 

3. As per objection to the drawings. Examiner withdraws the objection to the 
drawings. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-17,27 are rejected under 35 U.S.C. 102(e) as being unpatentable by 
Tsuei et al. U.S. Patent # 6,654,779 (hereinafter Tsuei). 

1 . As per claim 1 , Tsuei teaches a method of managing an update of an old email 
address to a new email address of a first client via a first system, the update being 
managed by a system for a second client, the method comprising: (abstract lines 1-15). 

Note: Thereby the reference teaches a method for managing Internet e-mail 
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address changes where subscribers change ISP (update of an old e-mail to a new e- 
mail address). A computer system manages a database of stored records correlating a 
first e-mail address of an intended recipient, e.g. an old e-mail address, to a second e- 
mail address, e.g. a new e-mail address of the intended recipient (, the update being 
managed by a system for a second client). 

-providing inputted information of the update in the first system; (column 6 lines 
33-40). Note: Thereby the reference teaches EAMS contains an old address and 
a new address (inputted information of the update) for each address change registered 
with the EAMS and stored in the database. 

-sending the inputted information from the first system to the second system via a 
communication network (Fig. 3) (column 6 lines 44-46), the inputted information 
representing the update of the old and new email address and identification of the first 
client (column 10 lines 54-60), the inputted information being recognizable by the 
second system; (column 6 lines 33-40) 

Note: The reference teaches EAMS connected to the Internet (communication 
network) and thus accessible by any ISP (first system & second system) that is 
connected to the internet and can send and receive e-mail messages. 

The reference also teaches the EAMS may require certain additional information 
from the consumer before creating a record correlating the given new email address to 
an old address (update of the old and new email address). This additional information 
may include the consumer's social security number, mother's maiden name, employer's 
ID number, and similar information (identification of the first client). 
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The reference also teaches this address change information is stored in the form 
of data record having a plurality of data fields, including an old e-mail address field and 
a new e-mail address field (the inputted information being recognizable by the second 
system). 

-configuring the information of the update into the second system to monitor 
outgoing email addresses of subsequent email messages; (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP (monitor outgoing email addresses of 
subsequent email messages). 

-sensing each outgoing email address of each subsequent email message to be 
sent from the second system; and (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP. (sensing an outgoing email address of a 
subsequent email message sent from the second system). It is inherent that the ISP 
checks it each outgoing email address because that the only way it will know if the 
address it the right outgoing email address of each subsequent email message. 

-redirecting the subsequent email message to the new email address of the first 
client, if the outgoing email address is determined to be the old email address of the first 
client, (column 7 lines 32-46). 
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Note: The reference teaches if a new address is found for the old address, then EAMS 
sends the new address back to sender ISP (if the outgoing email address is determined 
to be the old email address of the first client). With the new address, the sender ISP 
automatically forwards the message to the intended recipient at the new ISP and 
notifies the sender via e-mail of the intended recipient's new address (redirecting the 
subsequent email message to the new email address of the first client). 

2. As per claim 2, Tsuei teaches method of claim 1 , wherein providing inputted 
information includes providing an inputted monitoring program configured within the first 
and second systems (Fig 3), the monitoring program being capable of monitoring 
outgoing email address of subsequent email messages (column 7 lines 33-39), the 
monitoring program having a monitoring file configured to receive the inputted 
information of the update, (column 7 lines 40-46). 

The reference teaches if the message is sent to an intended recipient at the old 
address, the message is returned to the sender ISP with an error message, since there 
is no address match at old ISP (the monitoring program being capable of monitoring 
outgoing email address of subsequent email messages). The EAMS searches its 
database to see if it contains a record relating to the old address to a new address, 
(the monitoring program having a monitoring file configured to receive the inputted 
information of the update) 

3. As per claim 3, Tsuei teaches method of claim 2 wherein sending the inputted 
information includes sending the monitoring file having the inputted information, (column 
7 lines 35-39). 
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4. As per claim 4, Tsuei teaches a method of claim 3 further comprising: 
-notifying the second client via the second system of the update, after sending 

the monitoring file; (column 7 lines 40-46) 

-requesting authorization from the second client to configure the monitoring 
program within the second system within the second system with the new email address 
after notifying the second client of the update; (column 7 lines 53-61) 

-receiving authorization from the second client to configure the monitoring 
program within the second system with the new email address; and (column 7 lines 65- 
67) (column 8 lines 1-4). 

-providing notification of the update of the outgoing mail address to the second 
system prior to the redirecting the subsequent mail message, if the outgoing email 
address is determined to be the old email address of the first client, (column 8 lines 5- 
12). 

5. As per claim 5, Tsuei teaches a method of claim 4 further comprising recognizing 
the inputted information in the monitoring file, (column 8 lines 12-19). 

6. As per claim 6, Tsuei teaches a method of claim 5 further comprising determining 
whether the outgoing email address is the old email address of the first client, (column 8 
lines 5-12). 

7. As per claim 7, Tsuei teaches a method of cliam 3, wherein the communication 
network includes a local area network, a metropolitan area network, and a wide area 
network. (Fig. 3) (column 6 lines 45-54) 

8. As per claim 8, Tsuei teaches a method of claim 3 wherein the information of the 
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update includes data indicative of the first client. (Column 6 lines 60-67) (Column 7 lines 
1-6) (Fig. 3) 

9. As per claim 9, Tsuei teaches a method of claim 8 wherein the information 
includes the old email address of the first client, the new email address of the first client, 
identification of the first client, effective date of the update and time period of the 
update, (column 10 lines 48-60) 

10. As per claim 10, Tsuei teaches a method of claim 4 further comprising confirming 
with the second client that the outgoing email address is the updated email address, 
after notifying the second client. (Column 7 lines 65-67) (Column 8 line 1) 

1 1 .As per claim 1 1 , Tsuei teaches a method of claim 10 further comprising receiving 
authorization from the second client to redirect the subsequent email message to the 
new address when confirmation is given by the second client. (Column 7 lines 65-67) 
(column 8 line 1) 

12. As per claim 12, Tsuei teaches a method of claim 3 further comprising notifying 
the second client via the second system of the update, (column 7 lines 43-46) 

13. As per claim 13, Tsuei teaches a method of claim 3 wherein the subsequent 
email messages are sent from the second system, (column 7 lines 43-46). 

14. As per claim 14, Tsuei teaches a method of claim 3 wherein second system 
recognizes the information of the update (column 7 lines 65-67) (column 8 lines 1-4). 

15. As per claim 15, Tsuei teaches a method of claim 3 wherein the subsequent 
email message is sent subsequent to sending the monitoring file, (column 7 lines 36-46) 

16. As per claim 16, Tsuei teaches a method of claim 3 wherein the first system 
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includes a system of an internet carrier, a system of a harddrive for a central processing 
unit, a system of local area network, a system of a metropolitan area network, and 
system of a wide area network. (Fig. 3) (column 6 lines 45-54 lines 16-24) (column 4 
lines 34-46) 

17. As per claim 17, Tsuei teaches a method of claim 3 wherein the second system 
includes a system of an internet carrier, a system of a harddrive for a central processing 
unit, a system of local area network, a system of a metropolitan area network, and 
system of a wide area network. (Fig. 3) (column 6 lines 45-54 lines 16-24) 

18. As per claim 27, Tsuei teaches a system for managing an update of an old email 
address to a new email address of a first client via a first system, the update being 
managed by a system for a second client, the method comprising: (abstract lines 1-15). 

Note: Thereby the reference teaches a method for managing Internet e-mail 
address changes where subscribers change ISP (update of an old e-mail to a new e- 
mail address). A computer system manages a database of stored records correlating a 
first e-mail address of an intended recipient, e.g. an old e-mail address, to a second e- 
mail address, e.g. a new e-mail address of the intended recipient (the update being 
managed by a system for a second client). 

-a first mechanism for providing an inputted monitoring program configured within 
the first and second systems (Fig 3), the monitoring program being capable of 
monitoring outgoing email address of subsequent email messages; (column 7 lines 33- 
39) 

Note: The reference teaches if the message is sent to an intended recipient at 
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the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP (the monitoring program being capable of 
monitoring outgoing email address of subsequent email messages) 

-a second mechanism for sending from the first system a monitoring file of the 
monitoring program to the second system via a communication network (Fig. 3) 
(column 6 lines 44-46), the monitoring file being configured to receive inputted 
information of the update, the monitoring file having inputted information representing 
the update of the old and new email addresses and identification of the first client, the 
information being recognizable by the second system; (column 6 lines 59-64), (column 
10 lines 48-60) 

-a third mechanism for configuring the information of the update into the 
monitoring program within the second system to monitor outgoing email addresses of 
subsequent email messages; (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP (monitor outgoing email addresses of 
subsequent email messages). 

-a fourth mechanism for sensing each outgoing email address of each 
subsequent email message to be sent from the second system; and (column 7 lines 32- 
46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
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since there is no address match at old ISP. (sensing an outgoing email address of a 
subsequent email message sent from the second system) It is inherent that the ISP 
checks it each outgoing email address because that the only way it will know if the 
address it the right outgoing email address of each subsequent email message. 

- a fifth mechanism for redirecting the subsequent email message to the new 
email address of the first client, if the outgoing email address is determined to be the old 
email address of the first client, (column 7 lines 32-46). 

Note: The reference teaches if a new address is found for the old address, then 
EAMS sends the new address back to sender ISP (if the outgoing email address is 
determined to be the old email address of the first client). With the new address, the 
sender ISP automatically forwards the message to the intended recipient at the new ISP 
and notifies the sender via e-mail of the intended recipient's new address (redirecting 
the subsequent email message to the new email address of the first client). 

Remarks 

19. As a remark, applicant asserted: 
As per claim 1 and 27, the applicant asserted "Tsuei clearly does not each sensing each 
outgoing email address of each email message to be sent from the second system". 
Examiner disagrees with the applicant's assertion. The reference teaches if the 
message is sent to an intended recipient at the old address, the message is returned to 
the sender ISP with an error message, since there is no address match at old ISP. 
(which is sensing an outgoing email address of a subsequent email message sent from 
the second system) It is inherent that the ISP checks it each outgoing email address 
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because that is the only way it will know if the address is the right outgoing email 
address of each subsequent email message. 

Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

A). "System and Method for Electronic Mail (E-mail) Management" by Tsuei et al. 
U.S. Patent # 6,654,779 (hereinafter Tsuei) 

21. 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
22. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dhairya A Patel whose telephone number is 703-305- 
0457. The examiner can normally be reached on 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on 703-305-6687. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



DAP 




